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Commissioner for Patents 
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Alexandria, VA 22313-1450 

Sir: 

This Reply is presented in support of the Appeal filed January 15, 2004, from the final 
rejection of the above-identified application, as set forth in the Office Action mailed July 16, 
2003. This Reply is in response to the Examiner's Answer mailed August 11, 2004. An oral 
hearing is requested in a separate document submitted herewith. 

This Reply addresses arguments and comments about U.S. Patent 4,949,501 to Larkin 
(hereinafter "Larkin") that were raised in the Examiner's Answer. 
A, Clarification of the rejections at issue: Obviousness, not Anticipation. 

The pending claims were all rejected under 35 U.S.C. § 103(a) over U.S. Patent 4,949,501 
to Larkin (hereinafter "Larkin") without a second reference being applied. The three issues for 
review correspond to the three independent claims: 1, 29 and 55. 



The Examiner's Answer includes a new comment that seems to suggest that Larkin might 
actually teach non-overlapping light patterns without any modification. Page 4 of the Examiner's 
Answer states, "Applicant argues that Larkin has not [sic] structure to produce three non- 
overlapping light patterns, but it appears that the corners of Larkin would affect the light pattern 
on the wall." Before addressing the obviousness rejections made in the final rejection, 
Applicants would like to address this comment and make it clear that an anticipation rejection 
over Larkin is not possible. Figure 4 of Larkin is reproduced below as Illustration A. 

Illustration A: Figure 4 from Larkin 
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The corners of the housing 12 of Larkin would not separate the single continuous light 
pattern into three non-overlapping light patterns. It is clear that Larkin teaches one light pattern 
on the mounting surface, showing approximately evenly spaced light rays emanating from the 
top and sides in Figure 4 of Larkin. Figure 1 from Larkin shows that Larkin does not have any 
structure or bulb arrangement that would create three non-overlapping light patterns on the 
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mounting surface. Figure 1 from Larkin is reproduced below as Illustration B. The Final 
Rejection and Examiner's Answer argue that Larkin teaches three light patterns by arbitrarily 
dividing the single light pattern into three portions corresponding to the top and sides of the 
housing 12 of Larkin. 



B. Independent claim 1: Three non-overlapping light patterns. 

The rejection of claim 1 over Larkin under 35 U.S.C. §103 lacks the bare requirements of 
a prima facie case of obviousness. The Examiner's Answer fails to provide these elements. 
Also, the experimental results in the specification and the teachings of Larkin indicate that it is 
not merely a matter of design choice to modify Larkin as argued in the Examiner's Answer. 
No motivation is provided for modifying Larkin to have three non-overlapping light patterns. 



Illustration C; Figure 1 from Larkin 
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Claim 1 is rejected over Larkin for obviousness instead of anticipation because Larkin 
does not show three non-overlapping light patterns. However, the record does not provide 
another reference that teaches this feature nor does it state a motivation for why Larkin would be 
modified to have this feature. None of the rejections or Examiner's Answer has stated a 
motivation for why Larkin would be modified to have three non-overlapping light patterns. 

In discussing this feature, the Examiner's Answer focuses on the assertion that the 
application does not provide any evidence of an unexpected result of having three non- 
overlapping light patterns. The Examiner's Answer does admit, however, that the application 
includes evidence that multiple light patterns are more effective than a single light pattern. The 
Examiner's Answer disregards this evidence by stating, "Since there is no showing of criticality 
to the light patterns over-lapping or not and since no stated problem is solved, the non- 
overlapping of light patterns is deemed to me a matter of design choice to be determined through 
routine experimentation.' 1 

Even though the claimed feature is asserted to be a "design choice" in the rejection, a 
proper rejection must still provide a teaching or suggestion in the prior art that would lead one of 
ordinary skill in the art to modify the structure of the primary reference to have the claimed 
feature. In re Chu , 36 U.S.P.Q.2d 1089, 1095 (Fed. Cir. 1995). 1 As a result, in the present 



1 Chu et al. claimed an apparatus for controlling emissions of a fossil fuel fired boiler where a 
catalyst was placed within a bag retainer that was itself within a filter bag. Id. at 1091-1092. 
The prior art references did not show a catalyst within a bag retainer. Id. at 1092. Instead, the 
prior art showed the catalyst located between a bag retainer and a filter bag. Id. at 1092. The 
Board of Patent Appeals and Interferences concluded that the change between situating the 
catalyst in between the filter bag and the bag retainer and within the bag retainer was a matter of 
"design choice". IcL at 1092. In rejecting this conclusion and overturning the Board, the Federal 
Circuit stated that there is no teaching or suggestion in the prior art that would lead one of 
ordinary skill in the art to modify the prior art reference to place the catalyst within a bag 
retainer. Id, at 1095. 
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application, the rejection of claim 1 should be withdrawn because there is no teaching or 
suggestion in the prior art that would lead one of ordinary skill in the art to modify Larkin to 
have three non-overlapping light patterns. As made clear in Chu, the phrase "design choice" 
does not magically eliminate the requirement of an obviousness rejection to identify a motivation 
in the prior art to modify the prior art. 

Providing three non-overlapping light patterns is not an obvious "design choice" because it 
results in a performance advantage and because Larking teachings do not suggest it. 

In Chu , the Federal Circuit also noted that the claimed feature was not merely a "design 
choice" because it solved a number of problems. Id. at 1095. The present application provides 
experimental evidence that a trap that creates multiple light patterns results in a surprisingly 
effective rate of fly capture compared to a trap with a similar light output that creates only one 
light pattern. As a result, the claimed feature of three non-overlapping light patterns cannot be 
dismissed as a "design choice." These experimental results are discussed at pages 15-16 of the 
application. In the experiments, a first array was created using four commercially available traps 
(Stealth Decora™ fly traps). The four traps were mounted on a white painted wall, jointed in a 
square arrangement, with the light patterns at right angles to an adjacent trap. The traps were 
placed with the light patterns directed away from the center of the arrangement. In each trap, the 
ultraviolet light source was one 9 watt lamp. 

A single control trap was also tested, which was a single Stealth Decora with four 9 watt 
lamps. The experiment showed that the first array is surprisingly effective in fly catch when 
compared to the control. 

The experimental results section of the application does not specifically state that the 
light patterns in the first array were non-overlapping. However, it does describe the experiment 



as being designed to determine the effect of having multiple light patterns formed through the 
top, side and bottom openings. (Application, page 15, lines 6-8.) The first array is described as 
having four light patterns at right angles to an adjacent trap where the light patterns are directed 
away from the center of the arrangement. (Application, page 15, lines 12-15.) Based on this 
description, it is clear that the experimental first array had multiple separately distinguishable 
light patterns, quite different from the single continuous light pattern shown in Larkin's Figure 4. 

Also, it would not be an obvious design choice to modify Larkin because some kind of 
structure would need to be added to Larkin to create the three separate light patterns. This 
structure would extend between the housing 12 and the wall 32 and would therefore result in at 
least some reduction in the open area for the entry of insects. 

Since Larkin focuses on direct light emission as a more effective fly-attracting 
mechanism, it is not an obvious matter of design choice to engineer additional structure on the 
Larkin trap to produce non-overlapping multiple light patterns on the wall. Larkin did not 
recognize the importance of the light pattern on a wall in attracting insects, describing it as 
second-best compared to the direct light emission. (Larkin, Col. 2, line 68 - Col. 3, line 4.) 
B. Independent Claim 29: Trap creates three insect attracting light patterns and the 
housing includes a triangular plate. 

The Examiner's Answer argues that it is obvious to employ a triangular shape for the 
housing rather than a rectangular shape, alleging that no stated problem is solved. The 
Examiner's Answer also argues that the prior art does not need to show a triangular shape since 
changes in shape are obvious and alleges that no advantages are given for the triangular plate 
shape. For the first time, the suggestion is made in the Examiner's Answer that one of skill in the 
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art would change the shape of the trap based on the amount of material needed to construct the 

trap since there are no disclosed functional differences between the traps. 

The triangular plate of the housing and the three light patterns provide a functional difference. 

However, there is a clear advantage to the use of the triangular housing shape: it 
facilitates the formation of three light patterns which results in increased capture rates. For 
example, one light source can be placed at each of the three sides of the housing. This is not the 
only way three patterns can be formed, but it is one straightforward way to take advantage of the 
triangular housing shape. The experimental section of the application describes the advantage of 
multiple light patterns resulting in increased fly capture rates, as discussed above. 
Even without a functional difference, the Examiner must still provide a logical motivation to 
modify Larkin. 

The Examiner must find a specific motivation in the prior art to combine references used 
in a rejection under 35 U.S.C. §103, even where the features have only an aesthetic advantage. 
In re Dembiczak. 175 F.3d 994; 50 U.S.P.Q.2d 1614 (Fed. Cir. 1999). As discussed in 
Appellant's Brief on Appeal, the Federal Circuit in Dembiczak reversed the obviousness 
rejections because there was no evidence in the record of a suggestion, teaching or motivation to 
combine the prior art references asserted against the pending claims, even though the main 
difference from the prior art was "facial indicia" on a plastic bag to resemble a jack-o-lantern. 
Id. at 999, 1618. The Federal Circuit emphasized that obviousness rejections require a clear and 
particular showing of the teaching or motivation to combine prior art references , which most 
often comes from the teachings of the pertinent references, and must be supported by actual 
evidence, especially with simple, less technologically complex inventions. Id. at 999; 1618. 
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In the present application, not only is there no logical motivation provided to modify 
Larkin, there is not even a second prior art reference provided that teaches a triangular plate for 
an insect trap. Although the final rejection did not include any motivation to modify Larkin to 
have a triangular plate, the Examiner's Answer states that one of skill in the art would change the 
shape of the trap based on the amount of material needed to construct the trap since there are no 
disclosed functional differences between the traps. It is unclear how the amount of material 
needed to construct the trap would result in a triangular plate. The dimensions of the housing of 
Larkin could be increased or decreased based on the desired amount of material to be used in the 
trap, independent of the shape of the housing. 

C. Independent Claim 55: a trap with three light sources where one light source is 
positioned near each of three sides. 

The Examiner's Answer also argued that it is obvious to modify Larkin to provide a light 
source near each side of the trap, so that three light patterns would be formed corresponding to 
three sides of the trap. The Examiner's Answer stated that Larkin shows two sources of light as 
two tubes forming a U-shape, but it would have been obvious to employ a third for multiplied 
effect. The Examiner's Answer also states that the trap of Larkin shows two parallel tubes that 
extend parallel to the side edges of the trap, and that extending Larkin to three lights, it would 
somehow be logical to have a light parallel to each wall, apparently with an added light source 
perpendicular to the two tubes of the light source 28. Again, no second reference was combined 
with Larkin in making this rejection. 

The structural features of claim 55 provide a functional difference compared to the prior art. 

There is a clear advantage to providing a trap with three light sources where one light 
source is positioned near each of three sides. This structure facilitates the formation of three 
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light patterns. The experimental section of the application describes the advantage of multiple 
light patterns resulting in increased fly capture rates, as discussed above. These claim features 
are important to the function of the invention and are not taught by Larkin. 
The motivation of a "multiplied effect" explains providing another light source, but does not 
provide a motivation for positioning a light source near each of three sides so that one of the 
three patterns is formed on one of each of the three sides of the housing. 

As discussed above, a teaching for modifying the prior art must be identified and stated 
with particularity. In re Dembiczak , 175 F.3d 994, 999, 50 U.S.P.Q.2d 1614 (Fed. Cir. 1999). 
No motivation has been provided to position one of three light sources at each of three sides of a 
trap, and accordingly the rejection of claim 55 should be withdrawn. 

III. SUMMARY 

It is earnestly requested that the Examiner's rejections be reversed, and that all of the 
pending claims be allowed. 



Respectfully submitted, 



MERCHANT & GOULD P.C. 
P.O. Box 2903 

Minneapolis, Minnesota 55402-0903 
(612)332-5300 



Date: 1Q-\X-Q^\ 




Katherine M. DeVries Smith 
Reg. No. 42, 157 
KDSxjm 
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APPENDIX 1 
CASES CITED IN THE REPLY BRIEF 

In re Chu, 36 U.S.P.Q.2d 1089 (Fed. Cir. 1995) 

In re Dembiczak, 175 F.3d 994; 50 U.S.P.Q.2d 1614 (Fed. Cir. 1999) 
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c of its claim for damagevLar- 
A the uhrebutted 7 testimony of 
e. He testified ; that it was his 
Larami had suffered damages 
sfendants' actions "in excess" of 
dollars. .6/22/94 Tr. at 95: (em- 
d) Mr v Osborne explained that 
vas made up of two components 
in legal fees and $7,905,000 in 
income due to the improper con- 
endants. /^/. at 95-96. The jury 
verdict, it is to be recalled, in 
rami and against defendants in 
of $10,000,000.* : 

>rne, who as mentioned previous- 
ified as an expert, in investigative 
■ and business damage: analysis, 
it he arrived at his damage esti- 
after applying certain conserva- 
tions.* As Mr. Osborne expte^^^ 
h Larami likely would receive a 
jt royalty from the Super Soaker 
i .the amount ,of: 5.4 percent to 8 
r. Osborne used only a 5 perceiit 
figure"to be conservative." Wiiat 
Osborne used a figure that fell 
ictual range; 

I the 5 percent figure to the 
K)0 in; ' LaramTs primary product 

translates into an estimated 
) that Larami would have received 
s~ from licensing sales over the 
iree year, period.? Had the jury 
use the midpoint of Mr; Osborne's: 
• Larami's expected net royalty 
.; percent, .rather : than 5 percent, 
jit based upon -6.7 percent would 

than accounted for the difference 
ilr. Osborrie!s ultimate cohservar 
ate arid the -final jury verdict of 
00. After subtracting the actual 
received by Larami of $685,000, 
rofits estimate rafter applying the 
it figure to. Larami's primary prod- 
)f $171,800*000 would be*pproxi- 
0,826,000. 

ry reasonably could have inferred, 
testimony that Mr.y Osborne was; 
ive in other aspects of his calcula- 
; example, Mr. Osborne used the 
, 1992 primary sales figure 

mber; according to Mr, Osborne, there 1 
a onerto-one relationship i between pn-' 
uct sales and:sales;of: licensed producB^ 
se Larami received $685i000 . in^roya^ 
mi's estimated, net lost profits -were^r* ; 
it of $7,905,000. 
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($17 1 ,800,000) of Super Soaker products as 
a base for his calculation of royalties. As Mr. 
Osborne explained, it would have been rea- 
sonable to disregard the first year when sales 
were; low because > 1990 , was a partial, 
start-up year and instead to use the primary 
sales for 1991 to 1993 which were approxi- 
mately -in the amount of $217,900,000. 
6/52/94. Tr at 109-10, exh D-34 Had Mr 
Osborne applied a 5 percent royalty to this 
new base amount, it would have resulted in 
lost profits of $10,895,000 27 .. 

[6] I find that the jury's award of damages 
was within the parameters of what the evi- 
dence showed was the amount of damages 
sustained by Larami. The jury was; free to 
find thai Larami^ damage expert was con- 
servative when performing his calculations 
and that as he .explained, the damages sus^ 
tained by Larami were likely to £e in excess 
of his projection if his testimony 

was credited by the juryi it provided a firm 
range of likely harm created by defendants' 
conduct and the jury's award fell well within 
the minimum a$d maximum amounts In 
addition, as to his base calculation of royal- 
ties, Mr. Osborne stated that one could apply 
a higher primary sales figure which would 
increase the damages - in., excess of 
$10,000,000. Because this Court ^ go 
behind the verdict to ^determine what ap- 
proach the jury took in deciding the appro- 
priate amount of damages, as long as the 
jUry> award was within the parameters out- 
lined by the unrebutted testimony of plain- 
tiff's expert here, the verdict will not be 
disturbed. See Van Buskirkv. Carey Cana- 
dian Mines. Ltd., 760 F.2d 481, 488 (3d Cir. 
1984). Accordingly, because I find that the 
jury's award was within the parameters set 
out by the testimony of Mr. Osborne,. defen- 
dants' motions shall be denied; This Court 
does not find that the jury's damages award 
wasLexcessiveijor against the weight of I the 
eividence,Bnd certainly, it would not result in 
a'enwscarriage of justice, -or . cry out to be 
overturned or ; shock the conscience." 



37 Again, because Larami has already received 
$685;00*0 in royalty payments, the lost profits for 
which it would be entitled would be,$ 10,210,000. 

* In support of their argument that the Verdict 
was. so.>excessiye so as to appear-more .punitive 
thari compensatory, defendants cite to the alleged 
comments of juror number three in the hall out- 
|r , side the courtroom after the verdict Was rendered, 
I- According to defendants, juror number three stat- 
i ed.that the jury arrived at the $ 10,000;00Q figure 
ft to,/*sehd a message." Defendant Airiron's motion 
paV;.20-2lSn!7;'lt is well settled that the jury's 
deliberative processes are not legally cognizable, 
^ exce|it^where^ subject to^'extraneous influences." 
* Von}Buskirk 760 F.2d at 488; Friedman v. 



h ; ; III. CONCLUSION 1 

For the foregoing reasons, and upon con- 
sideration of the motions of defendants Alan 
Amron and TTMP for judgment as a matter 
of law and/or a new trialjpursuant to Fed. R. 
Giv. P. 50 and 59; and the response of plain-, 
tiff thereto, having found that the evidence 
at trial was, sufficient to - sustain the jury's 
verdict, the motions of defendants shall be 
denied 

An appropriate Order follows. 



: ORDER 

AND NOW, this 22nd day of March 
1995, upon consideration of the motiops of 
defendants Alan Amrbh arid Talk To Me 
Products, Inc for judgment as a matter of 
law pursuant to Fed fe Civ P 50, and/or a 
new trial pursuant to Fed. Bp Civ. P. 59 
(Document Nosi 78, 79); - and the responses 
of the plaintiff Larami Corporation thereto, 
and; for , the reasons stated . in the^ attached 
memorandum, it is hereby ORDERED that 
the motions, are DENIED. 

This is a final disposition of all claims. 

i .^;: lf :^.y:i.' - -M-hSv.-./- ^VNir ■ • ••• ! - - • 
l! .:.^i>v.; v.:.y,,.-. ■ • ••' 

i'v'^V *' s \U'\S<l<\--\- C"Y:\ i ■ * ■" " ■ 

US. Court of Appeals 
Federal Circuit 

Z-' -^ s Vl'W-r^Ghu^;r^. ' ■, 

; ^ No; 95^038* - fi . r; - :r -\ 
" Decided September 14, 1995 • 

1. Patentabttity/Validity ^ Specification 
^Writteii description 

Patentabiiity/Validity — Inventorship 
(§115.13) 

Board of Patent Appeals and Interfer- 
ences erred by holding that applicants are 

Myers Co , 710 F Supp. 1 18, 120 (E D. Pa 
1989); see also Fed R Evid, 606(b) In the 
Third Circuit, when matters such as envy, bias\ 
and' prejudice result only from intra-jury influ-. 
enoe^vtb^.wiH'M'-AVp^ort^the grant of a hew 
trial ' Because ^defendants have/ not-alleged that 
the; jury's verdict was the result of extraneous 
influences, defeiidaritsV ■ argument :: is^m 
For examples , of : "extraneous^ .influences " see 
Government of Virgin Islands v Gereau, 523 
F;2d l4b;-i 48-50 r (3d Cir. ^1975), cert: denied, 
424 U S. 917 (1976):: - 




not entitled to benefit of filing date of exist- 
ing patent on ground that patent and appli- 
cation lack complete identity of inventorship, 
since there is overlap in inventive entities of 
patent and application, which claims to be 
continuation in part of patent, and since 35 
USC 1 20' plainly allows continuation, divi- 
sional^ and continuation in part applications 
to be filed and afforded filing date of parent 
even though parent and Subsequent applica- 
tions do not share complete identity of inven- 
torship; patent is nevertheless available as 
prior art against application, since patent 
does not disclose subject matter of applica- 
tion claims at issue as required by 35 USC 
112. ' '.-'•* 



2. Patentability/ Validity ~ 
In general (§115.0901) 



Obviousness — 



Patentability/Validity — Obviousness — 
Evidence of (§115.0906) 

Board of;- Pa tent: Appeals and Interfer- 
ences: erred,, in upholding obviousness rejec- 
tion of application clainis, by concluding that 
claims' disclosure was matter of "design 
choice," and that applicants' evidence and 
arguments to contrary are not present in 
specification and are therefore unpersuasive, 
since board is required.to consider totality of 
record and is not free to disregard evidence 
and arguments presented by, applicants, and 
since there is rip; support for proposition that 
evidence and/or arguments ' traversing 35 
USC 103 rejection must be contained within 
specification, given that obviousness is deter- 
mined by totality of/ record including, in 
some instances most significantly, evidence 
and arguments preferred- during give-and- 
take of ex parte patent prosecution:^; - 

3, Pa tentebiUty / Validity, -- Obviousness 
:V Relevant prior art •— * Particular inven- 
tions (§115.0903.03) 

Placement of selective catalytib- reduetibh 
catalyst within- bag retainers itf fabric filter 
house of apparatus used to control emissions 
from fossil fuel boilers, as taught by claims in 
application, would not: have been matter of 
"design choice" and therefore obvious, since 
there is no teaching or suggestion in prior art 
that would lead one of ordinary skill to modi- 
fy structure of prior art reference to place 
SCR catalyst within bag retainer, rather 
than between two filter bags as disclosed in 
that reference, and since technical evidence 
presented by applicants relating to frailty of 
fabric filters during pulse-jet cleaning clear- 
ly, militates against conclusion; that placer 



ment ;of catalyst- in .filter baghouse is mere 
"design choice;'' y : . , / ~ : ? ^ ^ 



Appeal from the XJJ& Patent and trade- 
mark Office, Board of Patent Appeals and 
Interferences 

Patent application of Paul Chu, William 
Downs; John B, Doyle and Peter V. ^mitti, 
serial; t riof 07/593,546.; Frdih ^yecision^'of 
Board of Patent Appeals and Interferences 
upholding examiner's final rejection of appli- 
cation claims 1, 2, 12 and 14, applicants 
appeal Reversed 

Daniel S.' Kalka, of McDermptt Inc., Barr 
, berton, Ohio; .-Peter. C Michalos, of Nc*- 

taro & vMichalos, New York, N.Y., for 

appellant. - 

Nancy J Linck, Albin F. Drost, deputy so- 
licitor, Scott A Chambers, associate so- 
: iicitor, and La Vohda R. De Witt, Patent 
and Trademark Office, for appellee 

Before Rich, circuit judge, Skelton, senior 
■circuit judge, arid Newman, circuit judge. 

; ; *wc^r;^:.;;\; . '% 

Paul Chu, William Downs, John B Doyte, 
and Peter V; Smith;(coilectively Cliu) appeal 
the August 9, 1994 decision of the Board of 
Paterit Appeals and Interferences (Board) of 
the United States Paterit and Trademark 
Office (PTO) affirming the Examiner's final 
rejection of claims 1, 2, 12, and 14 of patent 
application Serial ^ No; 07/ 593 -546 (the '546 
application); 1 We reyerse.'.-". 

: ; w : ..^Background. : ./ >\;, 
A: The Invention ■} ': •> X 

Chu's invention relates to an apparatus 
used to control emissions, such as sulfur 
oxides; (SOx), oxides of, nitrogen (NOx),arid 
particulates, such as fly ash, from fossil fuel 
boilers. Fig: 1. of :the ' 546 : application is 
reproduced below. 




•The rejections of the remaining .pending 
claims were riot ^appealed.. : .' \>\ -: L; v;; r.V 



The apparatus includes fuelfi 
receives combustton^a^ 1 

proceeds along duct |6 h to n 
cross section of baghouse 16. - ; 




I* 



The ■&g^%S^ , »^ 
Wters/sulras. finery 2^ 

catalytic reduction . (SCR «*a 
apparatus for placement of the. 
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italyst in filter baghouse is mere 



from the IIS; Patent and Trade- 
se, Board of Patent Appeals and 

ipptication of Paul-Chu, William 
hh B, Doyle and Peter V Smith, 
07/593,546. From decision of 
>atent Appeals and Interferences 
examiner's final rejection of appli- 
irris 1, 2, 12 and 14, applicants 

Kalka, of McDermott Inc , Bar- 
Ohio; Peter. G. Michalos, of No- 
Michalos, New York, N.Y., for 

Linck, Albin F Drost, deputy so- 
Scott A. Chambers', associate so- 
ind La Vbhda R. De Witt, Patent 
idemark Office, for appellee. 

ch, circuit judge- Skelton, senior 
iudge, and Newman, circuit judge 



iu, William Downs, John B Doyle, 
V. Smith (collectively Chu) appeal 
st ?,,! 1994 decision or the Board .of 
)peals anil Interferences (Board)' of 
5d States Patent and Trademark 
rO) affirming the Examiner's final 
of claims 1, 2, 12, and 14 of patent 
.n Serial Npi&7/593;'5.46 (the '546 
»n) 1 We reverse 

\ ■.?„.. t^Background ; v v V 
tyention 

invention relates to ah apparatus 
control emissions, such as sulfur 
Ox) . oxides of nitrogen (NOx),:and 
tes, such as fly fash,: from fossil fuel 
Fig: lr- of the ■• '546 \ application ; is: 
ed below. ^ 
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ejections of the remaining pending 
sre not appealed. : ■* ' : y?\ ;>;<^&v: : J- 
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■v The apparatus includes a fossil fueL fired 
boiler 10 containing an economizer: 12 which 
receives combustion -flue gas therefrom. The 
flue gas is input via: exhaust duct 14 to a 
fabric filter house or baghouse 16 where it is 
cleaned, as described in greater detail below. 
Ammoniacal compounds . are also input to 
the baghouse 16 throujgh duct 14 at point 18; 
Sorbent is inputito the boiler;: 10/ either up- 
stream of the economizer 12 at point 20 or 
downstream of the economizer 12 at point 22 
depending on the particular sorbent chosen. 
After exiting baghouse 16, the clean flue gas 
proceeds along duct 36- to heat transfer de- 
vice 38 which lowers 1 the exit gas tempera- 
ture. The flue gas then exits along duct 40 to 
the stack 42 where it passes to the 
environment. 

Fig: 2 of the '546 application is a*pi 
cross section of baghouse 16. 



24 within, each filter bag 26 of the baghouse 
16. Fig ! 6 is exemplary and is reproduced 

below..;.;.-::- -J*, /y ■ **. . 




The baghouse 16 contains suitable fabric 
filters, such as filter bags 26 A selective 
catalytic reduction (SCR) catalyst; 24, hot" 
shown in Fig. 2, is incorporated into the 
baghouse 16; - The SCR catalyst 24 is located 
in the exhaust plenum of the baghouse 16, or , 
preferably, inside the filter bags 26. 
gkFigs;- 6*9 show alternative embodiments of 
apparatus for placement of the; SCR catalyst 




Fig. 6 shows a catalyst bed 44, or bag 
retainer* idmM'.c^ v <»n^tSd cylinders 46^ 
and 48, each construct^ Vfa porous materi- 
al such as a perforated metal plate The filter 
bag 26 encloses the bag retainer The SCR 
catalyst 24 is placed in the space between 
cylinders 46 and 48. Flue gas flows up 
through the cylinders 46 and 48, as shown. 
The particulates and sorbent collect on the 
filter bags 26 to form filter cakes, To, clean 
the filter bags ,26 the '546 application dis- 
closes a pulse-jet cleaning system; wherein a 
pulse of high-pressure air is blown into the 
bag retainer The surface of each filter bag 
26 is thereby cleaned and ithe filter cakes are 
discharged into a hopper 56 

Claim U the only independent claim at 
issue, recites • • . i*. . 

.1 An apparatus for controlling emis- 
sions of a fossil fuel fired boiler which 
produces flue, gases containing SOx f N0x, 
and particulate : ■>>->. .-V t '~- 

w-S flue gas duct constructed so as to carry" 
flue gases from a boiler to a stack for 
discharge; 

; a high-temperature pulse jet: fabric fil- 
ter house connected along the flue gas 
duct between the boiler and the stack 
instructed -so as to remove particulate 
ifrom - the flue gas passing along the. flue 
gas duct, said: fabric filter house having a 
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- plurality df fabric f: filter bags cbrttaincd 
^; therein with each of said fabric filter bags 
having a bag retainer situated therein;! •> 

a selective catalytic reduction catalyst 
, positioned inside the bag retainer of each 
of said fabric filter bags in said filter 
house; ^ i . V f _ , : V . ■! : :> V". 

means' for recovering heat connected 
along the flue gas duct downstream 6f said 
fabric filter house, said heat recovering 
means constructed so as to be, heated by 
the flue gases in the flue gas duct; 

means for injecting an ammohiacal 
compound into the flue gas duct upstream 
of said filter house; and ; 

means for injecting sorbent into the flue 
gas duct upstream of the filter house 
whereby the sorbent reacts with SOx, the 
particulates are : removed in said fabric 
filter house, thus protecting the NOx re-r 
duction catalyst from fly ash erosion and 
SOx poisoning; 
B. The Prosecution 

The Examiner rejected claims; :llv 2, 12, 
and 14 under 35 y S.C; § 103 (1988) as 
being unpatentable over U.S. Patent No. 
4,871 ,522 issued to. Doyle in view of U.S. 
Patent No. 4,874,586 issued to Szymanski et 
al. (Szymanski): The^Exa miner stated that 
Doyle discloses all elements- of claim 1 but 
"fails to .disclose a ; baghouse filters [sic] 
having a catalyst located within the filter, 
and is silent on specific bkghoiise filter de- 
sign " The Examiner asserted, however, that 
Szymanski teaches "a baghouse filter simi- 
lar to those of the instant claims" and that 
";[o]he of ordinary skill in the art would have 
modified the [Doyle] apparatus to incorpo- 
rate the baghouse filters of [Szymanski]; to 
facilitate simultaneous rehioVal^bf sulfur ox- 
ides and particulates: oh i th^ filter and nitro- 
gen oxides through the catalytic bed, dis- 
posed within the filters-' 

In response to the/ rejection/ Gnu first 
argued that the subject applies 
the benefit of the filing iiate as a ; continua- 
tion-in-part of [the Doyle paten t]" such that 
the use 'of the; Doyle patent "as a reference 
should be limited- only to the new matter 
claimed in the Cdntinuatiorifin-part applica- 
tion " - - i ■'■)' -k. / 
> / As to the ; merits* of ;the^ rejection; Ghu 
contended that Doyle teaches ' placing the 
SCR catalyst in a heat exchanger' down- 
stream from the fabric filter house: Chu also 
argued that Szymanski "adds nothing f to the 
foregoing reference since it merely teaches 
. . ..incorporating ah SGR catalyst: into the 
filter fabric of a filter* bag;" Chu maintained 
that neither Doyle nor Szy manskii teaches or 
suggests positioning the SCRicataiyst inside 
the bag retainer of the filter bags as claimed. 



This feature is significant, according to Chu; 
because the bag; retainers provide support 
and prevent the filter bags from collapsing 
during pulserjet cleaning^ 

C The Board* s Decision 

The Board first addressed whether the 
Doyle patent is available as i prior art against 
the '546: application. ; The Board concluded 
that "Doyle is ayailab|e?as a reference for its 
entire disclosu re under; 1 02(e)/ 103 as to the 
current application because it is the uncon- 
troverted work of 'another' in this particular 
case.'- The Board reasoned that because the 
Doyle patent and the Chu; application have 
different, albeit overlapping; inventive en ti- 
tles, the Doyle patent is necessarily the work 
of "another" as defined in 35 U:S.C. 
§/ 102(e); (1988) and therefore available as 
prior art. That Chu .claimed the benefit of 
Doyle's earlier filing date by claiming con- 
tinuation-in-part (CIP) status under 35 
U.S.C. § 120 (1988) was found to be irrele- 
vant, the Board stating that "an attempt to 
claim CIP status between applications which 
never shared the saihe inventive entity is 
unavailing as a means tp'overcome" a rejec- 
tion under § 103. 

As to the merits pf the' § 103 rejection, the 
Board agreed with ithe Examiner that Doyle 
discloses all the elements of independent 
claim 1 except an SCR catalyst positioned 
within a bag retainer; The Board found that 
Szymanski's relatively stiff meshed inner 
wall 32 is a bag. retainer as that term would 
be understood by one of ordinary skill in the 
art. Thus, in Szymanski,. the catalyst is locat- 
ed between the bag retainer 32 and the bag 
30^ whereas claim 1 , by contrast* requires the 
catalyst: tov bje: "positioned inside the bag 
retainer.":' 

The Board, concluded that the change be- 
tween situating "the catalyst in . between the 
bag and the bag retainer and within the bag 
retainer is a matter of "design choice" and 
affirmed the rejection of claim 1 . As to 
dependent claims 2, 4, and 14, the Board 
held that as "appellants have not separately 
argued such claims with any reasonable de- 
gree of specificity apart from claim 1," those 
claims "will fall with claim 1." The rejection 
of claims 2, 4* and .14 was accordingly 
affirmed. 

. %v phu appealed the Board's decision to this 
court. We have, jurisdiction under 28 U.S.C. 
§ 1295(a)(4)(A) (1988). 

IJ, Availability of Doyle as a: Reference 
A Standard of Review 

/ Statutory interpretation is a. question of 
law : which" '■■ we review de novo. = In . rr&i 
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Kathawdla,^ F.3d ;<942;: -945, 28 USPQ2d 
1785, 1786 (Fed. Cir;1993). In appeals from 
PTO rejections, -the; Board's findings are re- 
viewed under the clearly erroneous standard. 
In re Caveney y 16\ F.2d671, 674, 226 USPQ 
1; 3 (Fed. Cir. 1985). 

B. Analysis [ '.' Vv . 

The threshold issue in this case is whether 
the Doyle patent is available as prior art 
against: Chu's; claims* Chu maintains that 
the instant application should - bej afforded 
the Doyle patent filing date with respect to 
"the disclosure Of the Doyle application" 
because the instant application claims to be a 
CIP of the Doyle patent. According to Chu, 
affording Chu's application this filing date 
would remove the Doyle patent as a refer- 
ence. However, the Board found, and the 
PTO argues on appeal, that :Chu is not enti- 
tled^ the; benefit of the Doyfe patent filing 
date because there is not the same inventive 
entity between the Doyle patent and the Chu 
application, We coneludie; that Doyle is a 
proper, prior art reference, though not for the 
reasons advanced by the Board. -,■ \y 
, Section /l 04(b) of the Patent Law Amend- 
ments Act of 1984 struck the phrase "by the 
same inventor." from 35 U.S.C, § 120 and 
substituted therefor the phrase "which is 
filed ; by an inventqr or inventors named in 
tfipipreyiously filed application;? Patent Law 
Amendments Act of 1984, . Pub. L; No, 
98-622, sec. 104(b), % 120, 98 Stat. 3383, 

3385..- ' /: . ,: ... ; 

The legislative history of this amendment 
clearly explains its purpose. 
vSubsection (b) of section 105 2 amends 
section 120 : of the patent law to provide 
that an application can obtain the benefit 
of the filing date of an earlier application 
when not all inventors named; in the joint 
application are the same as named in the 
earlier application. This permits greater 
• latitude in filing "divisional" applications. 
Fpr example, if the previously filed applir 
cation named inventors A and B as the 
v inventors, a later application by either ^ 
~pr B could be filed during the pendency of 
the previously filed application and claim 
benefit of the previously filed application. ;• 
130 Cong. Rec. 28065, 28071 (1984), FLR. 
6286, 98th Gong., 2d Sess. (1984), reprinted 
i^;i?84; !y,S.C.C 5835 v (Sec- 

tipn-by^ectipn Analysis: Patent Law 
Amendments of 1984). \ 



?Ih the Congressional Record, the pertinent 
section; is § 1 05(b). See , 130 Cong. Rec 28066 
( 1 984);' The same section,- however; is listed as § 
104(b) in United States Statutes at LargS; See 98 
Stat, at 3385;ri .., ,<=,' :^r;..vr' ' t-'-Vr^ .-. 



[1] The 1984 amendment to § 120 plainly 
allows continuation , divisional, and contin- 
uation-in-part applications to be filed and 
afforded the filing date of the parent applica- 
tion even though there is hot complete identi- 
ty of inventorship between the parent and 
subsequent applications. D. Chisum, Patents 
§ 13.07 (1995). Thus, the Board erred in 
requiring complete identity of inventorship 
between the Doyle patent and the Chu appli- 
cation ^ the benefit of 
the Doyle patents filing date. There is over- 
lap) jh the inventive ; entities of the Dbyle 
patent ana* the Chu applicatipn, which, after 
the 1984 amendment, is all that is required 
in terms of inventorship or "inventive entity" 
to have the benefit of an earlier filing date. 
But this does not determine whether Chu is 
entitled to the Doyle date . There is another 
requirement. 

f •■"'It, is elementary patent law that a patent 
application is entitled to the benefit of the 
filing date of an earlier fileA application only 
if the disclosure pf.,the earlier application 
provides suppprt for the claims of the later 
application; as required by 35 U.$.C. § 112. 
35 U.S.C. i 12Q. Mendenhallv. Cedarapids 
//ic., 5 F.3d l557, 1566, 28 USPQ2d 1081, 
1088-89 (Fed. Cir. 1993) ("A patentee can- 
not obtain the, benefit of the filing date of an 
earlier, application where the claims in issue 
could not have been made in the earlier 
application." ), cert, denied, 114 S. Ct, 1540 
(1994); see also Litton Sys. f Inc. v; Whirl- 
pool Corp., 728 F.2d 1423, 1438, 221 USPQ 
97, 406; (Fed. Cir; 1984) (discussing filing 
dates of CIP applications) 

Thus, Chu is entitled to the benefit of the 
Doyle patent filing date only if the Doyle 
patent , discloses the subject ; matter now 
claimed, byX}hiiv This, however- is admitted 
by Chu not to be the ease.Tn fact, Chu states 
that "the invention as now claimed [ ] was 
notdescribed in the (Doyle] patent." Specifi- 
cally, Chu concedes; that "nothing in Doyle 
suggests that SCR catalyst be placed inside 
the bag filter. " Therefore, independent claim 
1 v which- includes ) this limitation, and de- 
pendent claims 2, 4, and 14, are not support- 
ed by the Doyle patent disclosure. Accord- 
ingly, Chu cannot obtain the benefit of the 
Doyle patent; filing date for these clairhs and 
the Doyle patent was properly relied on as 
prior 'artrv'i •>'';•' ■" " ' >0-i : i 

III. The Merits' of the Rejection 
A; Standard 1 of Review ^ : v 

i Obviousness under section 1 03 is a ques- '■> 
tioh of law that we review de novo. In re 
Donaldson Co;, \6 F3d 1189, 1192, 29 
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USPQ2d 1845; 1848. (Fed. Gir; 1994) (in 
banc). What a reference teaches is a ques- 
tion of fact reviewed, under the xlearly erro- 
neous standard; In re Beattie\ 91 A F.2d 1 309, 
1311, 24 USPQ2d 1040, 1041 (Fed. . Cir. 
1992) 

B Obviousness 

m In a proper obviousness determination, 
"[wlhether the changes from the prior art 
are 'minor', v the changes musit be evaluat- 
ed in terms of the whole invention, including 
whether the prior art provides any teaching 
or suggestion to one of ordinary skill in the 
art to make\the cjianges that would produce 
the patentee's device,'' Northern Tele- 
com, Inc. v. Datapoint Corpl, ^ 908 F.2d 931, 
935,; 15;USPQid 1321, 1324 (Fed; Cir ), 
cert Jenjed, 498 U S 920 (1990). This in 
eludes what could be characterized as simple 
changes,; as in In re Qqrdon,-133 F id 900, 
902, 221 USPQ 1125, 1127 (Fed Cir, 1984) 
(Although a prior art device could have been 
turned upside; down, that did not make' the 
modification obyious unless the prior art fair- 
ly suggested the desirability of turning the 
device upside down ) 

" [W] here the prior art gives reason or 
motivation to make the claimed [invention] 

\ the burden (and opportunity) then falls 
on an applicant to rebut that prima facie 
case; Such rebuttal or argument can consist 
of ; ' : . any other argument or presentation of 
evidence that is pertinent" In re Dillon, 919 
Fi2d 688, 692- 93, 16 USPQ2d 1897, 1901 
(Fed: Cir. 1990)! (in banc),;cerf. denied, 500 
U.S. 904 ;(1991). After evidence or argu- 
ment is submitted by the applicant in re^- 
spohse to an obviousness rejection, "patent- 
ability is determined on the totality of the 
record, by a preponderance of evidence with 
due consideration to persuasiveness of the 
argument." jn re Oetiker^ 977 F: 2d 1443, 
1 445, 24 USPQ2d 1 443^ : i444 : (Fed: Cir. 
1992); see In re Piasecki^lAS F.2d 1468;: 
1471-72, 223 USPQ 785, 787 (Fed Cir 
1984) ("All evidence on the question of obvi- 
ousness must be considered, both that sup- 
porting and that rebutting the prima facie 
case ") ' • - ,; 

C Analysis f 

During prosecution, Ghu proffered multi- 
ple reasons why .placement of the SCR cata- 
lyst within the bag retainer is not merely a 
matter of "design choice." To support his 
reasoning, ; Chu supplied, various technical 
articles discussing fa bnc filters and the 
stresses, they undergo during pulserjet clean- 
ing From this evidence, Chu contended that 
Szymariski does not "accommodate the frail- 
ties of the high temperature fabric'" of the" 
filter bag and therefore "one of ordinary skill 



in thejart would- not look favorably on the 
teachings of the Szymanski, et aT patent/' 
Accordingly, Ghu concluded that one of ordi* 
nary skill in the art would not have been led 
toy modify Szymanski from its teaching of 
situating the catalyst between two filter bags 
to placing the catalyst within the bag retail 
er, as claimed : 
The Board concluded, however, that place- 
ment of the SCR catalyst in the bag retainer 
was a matter of "design. choice'-and that 
Chu'sTevidehce and' arguments to the con- 
trary : were/ ; unpersuasive because Chu's 
"specification is virtually silent on the mat- 
ter of any purported advantage to locating 
the catalyst within the bag retainer" and 
"does not state that the claimed location of 
the catalyst 'inside the bag retainer' solves 
any particular problem or produces any un- 
expected result;" 

[2] Because the Board was required to 
consider the totality of the record^ the Board 
was not free to disregard the evidence and 
arguments presented by Chu In response to 
the obviousness rejection Additionally, the 
Board erred in apparently requiring Chii's 
evidence and arguments responsive to the 
obviousness rejection to be within his specifi- 
cation in order to be considered. To require 
Chu to include evidence and arguments in 
the specification regarding whether place- 
ment of the SCR catalyst in the bag retainer 
was a matter of "design choice" would be to 
require patent applicants to divine the rejec- 
tions the PTO will proffer when patent appli- 
cations are filed. 

Additionally, the cases the Board relied on 
dp not support its position that evidence and 
arguments must be found in the specification 
to be considered in an obviousness determi- 
nation In each case, the applicant failed to 
set forth any reasons why the differences 
between the claimed invention and the prior 
art would result in a different function or 
give unexpected results. In re Jttce, 34lF.2d 
309, 1 44 USPQ 476 (CCPA ,1 965) ("Appel- 
lants have failed to show that the change [in 
the claimed invention] as compared to [the 
reference], result in a difference in function 
or give unexpecteii results;"); In re Kuhle, 
526 F;2d 553, 555, 188 USPQ 7, 9 (CCPA 
1975) ("Use of such means of electrical 
connection in lieu of those used in the refer- 
ences solves no stated pro blem and' would be 
an obvious matter of design choice Within the 
skill in the art." (emphasis added) (citations 1 
omitted)). 

M re Lundberg, 253 F.2d 244, 117 USPQ 
190 (CCPA 1958), relied on by the Board, is 
also unpersuasive In that case, the applicant 
argued that its valve was distinguished from 
the prior art because it could be*dpenedin 
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either direction. The court found this argu- 
ment to be unpersuasive because that ad- 
vantage is inot disclosed ; in appellant s appli- 
cation" and . "the reversible operation now 
proposed by appellant wouldi require mochfi, 
cations which are not disclosed in the^appli. 
cation" Lundberg,: 253 F,2d at > M7y W7 
USPQ at 192. None of the arguments pre- 
sented by Chu would require any^change in 
the construction of the , disclosed * emission 
control apparatus. 

We have found no cases supporting the 
position; that a/patent applicant^ evidence 
and/or arguments traversing a § ; : 103 rejec- 
tion must be contained within the. specifica- 
tion. There is no logical support for. suqh a 
proposition as well, given that obviousness; is 
determined by the totality of the record^in- 
cluding, in some instances most sjignincantly, 
the evidence and arguments proffered during 
the give-and-take > of ; ex parte patent 

P 73l C From the totality of the record, .we 
hold that placement of -the ' SQR catalyst 
within the bag retainer-would; not have^een 
merely a matter of "design choice. . First, 
there is rio teaching or suggestion in the pnor 
art that would lead one of: ordinary = skill in 
the art "to modify the Szymanski: structure to 
place the SCR catalyst within a bag retainer, 
as opposed to between two niter, bagsj as 
discloTedin Szymanski, Next;, Chu techni- 
cal evidence relating to the frailty of fabric 
filters during pulseyet eleahing ^le^y 
counters the assertion that placement of the 
catalyst in the baghouse is merely a design 
choice.'^SpecificallyvChu's evidence regard- 
ing the- violent; '^snapping" action during 
pulse-jet cleaning, the! difficulty in stitching 
comimrtmen^ ^ 

withstand high temperatures, and problems^ 
encountered from variable path lengths due 
to settling of the catalyst particles in each 
compartment militates against a conclusion 
that^aeemenfctftheS^ 
a ^esign choice:'? See1n re .Gal0SOjm 
717, 25 USPQ2d 1076 (Fed. Cir; ; 1992) 
(finding of ^obvious design ^choice . ; pre- 
eluded where' the; claimed structure and the 
function it performs are Afferent ^on* the 
prior art). , .-5^% ' ! ;v^^:^ ; 

IV, Conclusion 
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history estoppel (§120:1105) ^ ; : 
: . Patent infringement ! plaintiff i?- estopped 
from asserting infringement 
or printing process by any process that does 
not involve sequential interposition of color 
filters in preparation of plates; since prosecu- 
tion history shows that plaintiff wa^ unsucj 
cessful in obtaining allowance of claims,untii 
they were narrowed to require that both tirst 
and second printing plates be made.by inter- 
posing particular combinations of colored 
filters, and since competitor reviewing pros- 
ecution history would therefore reasonably 
conclude that plaintiff surrendered coverage 
of process not involving sequential interposi- 
tion of niters in order to, procure issuance ot 
patent. ; J' ; - \" :'V'Vi : J 

2. Infringement U Oefienses Pr6s«cution 
i history estoppel (§1201110?) Vv.-y^ 
Pxosecutioh history estoppel iinotavpide4 

t&tailing^ 

meeting substance of rejection by pling 
rower cdritinuing application, sinSe prosecu- 
tion "History must be viewed; as whole to 
determine whether arid what subjrct matter 
wag surrendered V to procure i-^^n^^ 
patent..:- , 

3. Infringement Doctrine of equivalents 
V In general (§120.0701) 

Wf ririgement — Defenses -- prosecution 
^listory 

Patent for twchplate c«16r printihjg .process 
is not 'ihfrin^^ 

alehts, by accused proce^s v since pl^intirl vis 
estoppedfrom^ssertihg infririgerttent ^ any 
process that does not involve Sequential inter- 
position of color filters in preparation of 
plates, and since accused process, which em- 
ploys; three light bean^^iniu^neous^^fil- 
tcred through red, green and blue; filters 

matter of claim 1 would riot have been obvi- se H UCI1 ...... r ; ; ' 

ous ih view of Doyle and : Szymanski; The 
rejection of independent claim l v ar|d iiecey 
sirily of dependent clairns 2,^4,, and r 14,vis 
accordingly reversed.^ r'f^J^. : ^ ?*v*j r ic >> 
REVERSED; 
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Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: " 



IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



